REMARKS 



This amendment and related remarks that follow are intended to place the 
subject application in condition for allowance. Specifically, Claims 13-22 and 37-40 
were cancelled, and Claims 1 , 2 and 42 were amended. No new matter is introduced 
as a result of these amendments. In view of the amendments and the following 
reasoning for allowance, the applicants hereby respectfully request further examination 
and reconsideration of the subject application. 

1. Objection to the Specification 

The pages of the specification including the claims and abstract were objected to 
as not being numbered. The copy of the application that the applicant retained at the 
time of filing has page numbers centrally located at the bottom of each page of the 
specification, claims and abstract. As such it is respectfully requested that the 
Examiner confirm the application as filed with the USPTO does not include page 
numbers. 

2. Rejection of Claim 42 Under 35 USC §101 

Claim 42 was rejected under 35 USC §101 as allegedly not being limited to statutory 
subject matter. More particularly, it was stated that the disclosed meaning of the claimed 
computer readable medium may consist of both tangible embodiments (e.g., computer 
storage medium) and intangible embodiments (e.g., information conveyed to a computer by 
a communications medium). 

While the applicants do not admit to and do not believe that the aforementioned 
computer-readable medium is non-statutory subject matter, the aforementioned claims 
have been amended to preclude an interpretation that they are directed to intangible 
embodiments. Specifically, the claims were changed to recite a "computer-readable 
storage medium having computer-executable instructions stored thereon..., said 
computer-executable instructions operable to...". It is believed this change limits the 
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claims to what the USPTO currently considers to be statutory subject matter. 

In view of the aforementioned amendments, it is believed Claim 42 is patentable 
under 35 USC §101 . Therefore, it is respectfully requested that the rejection of this 
claim be reconsidered. 

3. Rejection of Claims 29-33. 35-40 and 42 Under 35 USC S1 02(e) 

Claims 29-33, 35-40 and 42 were rejected under 35 USC §1 02(e) as being anticipated 
by DempskI et a!., U.S. Patent No. 6,727,927 (hereinafter referred to as Dempski). The 
Office Action asserted that Dempski discloses each and every element of the applicants' 
claimed invention. The applicants respectfully disagree. 

The applicants generally claim a process for graphically displaying the results of 
a search, such as a database search, to a user on a display device via an interactive 
search results window in which the user views and filters search results items. These 
results are presented in a tree format. This allows the user to visualize the results 
graphically, rather than just displaying a list of the items found. In addition the 
presentation of the search results can be graphically manipulated to easily filter the 
results as desired by the user. More particularly, the tree format has a first level that 
indicates how the search results may be refined by displaying categories in which the 
search results can be grouped. The second level of the tree shows subsets 
representing the search results grouped for a first level category that have been divided 
into ranges. Further levels then alternately show how the already refined results may 
be refined further by grouping the refined results into categories in the odd levels, and in 
the even levels dividing the search results associated with a category in the previous 
level into ranges. These ranges could be date ranges, alphanumeric ranges, file size 
ranges, or any other appropriate ranges. It is noted that Claim 29 already included the 
language whereby a second level includes one or more subsets representing the search 
results grouped via the top level category divided into ranges. Similar language was 
added to Claim 42. 
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The Dempski reference, on the other hand, does not teach the claimed dividing of 
categorized search results from an odd level into ranges in the even levels. Rather, this 
reference teaches a tree based display method that categorizes search results at every 
level. In other words, the top level categories are re-categorized in the next level into sub- 
categories and so on. A range of search results is never shown. 

Granted, the Examiner equates the display of a date associated with a particular 
search result (FIGS. 6, 9 and 10), or the alphabetical listing of categories (FIGS. 9 and 10) 
in Dempski as being the same as the claimed dividing of search results grouped via a 
category in one level, into range subsets in the next. However this is not the case. The 
range subsets represent groups of search results falling with in a prescribed range, such as 
a time period or alphabetic sequence. The date listings in Dempski are merely dated 
search result items (FIG. 6), or dated category items (FIGS. 9 and 10). For example, the 
dated Project items at the bottom of FIG. 9 in Dempski represent single search result items 
that falls into the Project category. They do not represent search result divided by date. 
For instance if there were another search result item in the Project category associated 
with the same date as the CAL CENTER STATEGY item, these two items would not be 
listed in a date range that included their associated dates. Rather they would be listed 
separately. The same is true for the HARRIS BANK OPERATING MODEL listing that is 
associated with a period of time. If there were another search result item in the Project 
category associated with the same dates, these two items would not be listed in a date 
range that included their associated dates. Rather, they too would be listed separately. 
Thus associating a date or period of time with a particular search result item is not the 
same as grouping search results belonging to a category in one level of the tree into 
subsets divided by an appropriate range in the next level. 

Similarly, alphabetizing categories listed in a tree as shown in Dempski's FIGS. 9 and 
10 Is not the same as dividing a category of search results from one level of the tree into a 
alphabetic range of search results of that category in the next level. This is quite clear from 
the fact that in both Dempski's FIGS. 9 and 10, there are several categories beginning with 
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the same letter listed separately, rather than being represented by an alphabetic range. 

A prima facie case of anticipation is established only when the Examiner can show 
that the cited reference teaches each of the claimed elements of a rejected claim. In this 
case, Dempski lacks a teaching of the applicants' claimed feature whereby a second level 
includes one or more subsets representing the search results grouped via the top level 
category divided into ranges. Thus, the rejected claims recite a feature that is not taught in 
cited art, and as such a prima facie case of anticipation cannot be established. It is, 
therefore, respectfully requested that the rejection of remaining Claims 29-33, 35-36 and 
42 be reconsidered based on the novel claim language exemplified in Claim 29: 

"wherein the second level comprises one or more subsets representing 
the search results grouped via the top level category divided into ranges". 

4. Rejection of Claims 1-28. 34 and 41 Under 35 USC §103(a^ 

Claim 34 was rejected under 35 USC §1 03(a) as being obvious over Dempski in view 
of Christal et al., U.S. Patent No. 6,751,624. In addition, Claims 1-28 and 41 were rejected 
under 35 USC §1 03(a) as being obvious over Dempski in view of McNally, U.S. Patent No. 
6,448,985. It was contended in the Office Action that Dempski teaches all the elements of 
the rejected claims with the exception of various claimed features that were contended to 
be taught in above cited secondary references. Thus, it was concluded that it would have 
been obvious to incorporate the teachings of the secondary references into Dempski to 
produce the applicants' claimed invention. The applicants respectfully disagree with these 
contentions of obviousness, in part based on the amended language of Claim 1 . 

As stated previously, Dempski lacks a teaching of the applicants' claimed feature 

whereby a second level includes one or more subsets representing the search results 
grouped via the top level category divided into ranges. The Christal and McNally 
references also lack such a teaching. This feature was already claimed in Claims 34 
and 41 , and it was added to Claims 1-28 via the amendments to Claims 1 and 2. 
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In order to deem the applicant's claimed invention unpatentable under 35 USC §103, 
a prima facie showing of obviousness must be made. To make a prima facie showing of 
obviousness, all of the claimed elements of an applicant's invention must be considered, 
especially when they are missing from the prior art. If a claimed element is not taught in 
the prior art and has advantages not appreciated by the prior art, then no prima facie case 
of obviousness exists. The Federal Circuit court has stated that it was error not to 
distinguish claims over a combination of prior art references where a material limitation in 
the claimed system and its purpose was not taught therein {In Re Fine, 837 F.2d 107, 5 
USPQ2d 1596 (Fed. Cir. 1988)). 

In the foregoing cases, the cited combinations lack a teaching of the applicants' 
aforementioned claimed feature whereby a second level includes one or more subsets 
representing the search results grouped via the top level category divided Into ranges. 
The cited combinations also fail to recognize the advantage of a viewer being to readily 
filter the search results in the top level category, not by sub-categories, but by an 
appropriate range. Thus, the applicants have claimed a feature not taught in the cited 
combinations, and which has advantages not recognized therein. Accordingly, no prima 
facie case of obviousness can be established in accordance with the holding of In Re 
Fine. This lack of a prima facie showing of obviousness means that the rejected claims 
are patentable under 35 USC §1 03(a). It Is, therefore, respectfully requested that the 
rejection of remaining Claims 1-12, 23-28, 34 and 41 be reconsidered based on the 
non-obvious claim language exemplified in Claim 1: 

"wherein the second level comprises one or more subsets representing 
the search results grouped via the top level category divided into ranges". 

5. Summary 

In view of the amendments and arguments set forth above, the applicants 
respectfully submit that remaining Claims 1-12, 23-36, and 41-42 are in condition for 
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allowance as they are patentable subject matter, as well as novel and nonobvious over 
the cited art. Accordingly, further examination and reconsideration of these claims is 
respectfully requested and allowance of at an early date is courteously solicited. 
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